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DETAILED ACTION 
Information Disclosure Statement 

1. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Specification 

2. The abstract of the disclosure is objected to because the abstract is not of 
adequate length to provide a thorough overview of the technical disclosure of the patent 
present the main inventive features. Correction is required. See MPEP § 608.01(b). 

Claim Objections 

3. Claim 32 is objected to because of the following informalities: the claim refers to 
the system of claim 39, however claim 39 is directed to a computer-readable medium. It 
is believed applicant intended claim 32 to refer to claim 29 and the Examiner has 
considered it as such. Appropriate correction is required. 

4. Claim 17 is objected to because of the following informalities: the claim appears 
to be an essential duplicate of claim 16. Appropriate correction is required. 

5. Claim 23 is objected to because of the following informalities: the claim recites "a 
signal frequency of 1 approximately 4 Hz", however it is unclear whether Applicant 
intended a signal frequency of 1 or 4 Hz, or as in claims 36 and 40, a signal frequency 
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of 14 Hz. Based on claims 36 and 40, the Examiner has considered claim 23 to require 
a signal frequency of 14 Hz. Appropriate correction is required. 

6. Claim 26 is objected to because of the following informalities: the claim recites "a 
memory means to data associated storing the external command", however it is 
believed applicant intended the claim to recite "a memory means to store data 
associated with the external command". Appropriate correction is required. 

Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
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double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

8. Claims 1 and 14 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 and 14, 
respectively, of copending Application No. 10/768,995. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because the current 
claims are either an obvious broadening of the scope of the patented claims or an 
obvious variant thereof. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

9. Claims 14, 23, 24, 35, and 36 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1, 
23, 25, 37, and 38, respectively, of copending Application No. 10/801,230. Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because the current claims are either an obvious broadening of the scope of the 
patented claims or an obvious variant thereof. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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10. Claim 14 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 3 of copending Application No. 
10/441,775. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the current claims are either an obvious broadening of 
the scope of the patented claims or an obvious variant thereof. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

1 1 . Claim 14 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1 and 12 of copending Application 
No. 10/441,785. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the current claims are either an obvious 
broadening of the scope of the patented claims or an obvious variant thereof. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

12. Claim 14 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1 and 12 of copending Application 
No. 10/441,786. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the current claims are either an obvious 
broadening of the scope of the patented claims or an obvious variant thereof. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

14. Claims 14-21, 24-33, 37 and 38 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wernicke et al. (U.S. Patent No. 5,188,104), herein Wernicke. Regarding 
claims 14, 24, and 37, Wernicke discloses stimulus generator 10 which generates an 
electric stimulation signal (see col. 8, In. 19-20 and Figure 1), stimulation electrodes 40, 
which apply the stimulation signal to a gastrointestinal tract of a patient (see Figure 2 
and col. 9, In. 15), and microprocessor 27 for controlling the generation of stimulation 
(see col. 9, In. 10). Regarding the computer readable medium of claim 37, Wernicke 
discloses computer 50 which adjusts the stimulation parameters (see col. 9, In. 21-26). 

15. Regarding claims 15 and 29, Wernicke discloses a communication module to 
wireless receiver external commands from an external module (see col. 9, In. 57-62). 

16. Regarding claims 16, 17, 27, and 38, Wernicke discloses that the stimulation 
signal has a frequency between 5 and 150 Hz (see the Table in column 13). Based on 
Applicant's disclosure on page 15, paragraph 53, line 4 that a suitable exemplary 
frequency is in the range of approximately 0.5 Hz to 500 Hz, the Examiner takes the 
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position that the system of Wernicke has a stimulation signal with a frequency 
significantly greater than a normal gastric slow wave of the patient. 

17. Regarding claims 18, 25, and 30, Wernicke discloses that the external command 
may be a command operation and the time of day at which the command operation is to 
occur (see Abstract, In. 10-12). 

18. Regarding claims 19 and 31, Wernicke discloses that the processor may initiate 
electric stimulation in response to an external command (see col. 3, In. 58-59). 

19. Regarding claims 20 and 32, Wernicke discloses that the processor may 
termination electric stimulation in response to an external command (see col. 3, In. 58- 
59). 

20. Regarding claims 21 and 33, Wernicke discloses that the electric stimulation 
signal comprises a set of signal parameters comprising an amplitude, a signal 
frequency, a pulse width, and a duty cycle (see col. 13, In. 54-58). 

21. Regarding claim 26, Wernicke discloses that a memory may be implemented to 
store data associated with an external command (see col. 12, In. 62-65). 

22. Regarding claim 28, Wernicke discloses that satiety is induced through utilization 
of the disclosed apparatus (see col. 6, In. 6-8 and 27). 

23. Claims 14, 16, 17, 21-24, 27, 28, and 33-40 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Chen (U.S. 2004/0088022). Regarding claims 14, 24, and 37, 
Chen discloses a method for treating obesity which utilizes a stimulator to generate an 
electric stimulation signal, a stimulation electrode, and a processor (see Claim 1). It is 
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inherent within the method of Chen that a computer readable medium is incorporated in 
order to facilitate control of the stimulation parameters by the processor. 

24. Regarding claims 16, 17, 27, and 38, Chen discloses that the stimulation signal 
has a frequency between 10 and 100 Hz (see paragraph 6, In. 19). Based on 
Applicant's disclosure on page 15, paragraph 53, line 4 that a suitable exemplary 
frequency is in the range of approximately 0.5 Hz to 500 Hz, the Examiner takes the 
position that Chen discloses a stimulation signal frequency significantly greater than a 
normal gastric slow wave of the patient. 

25. Regarding claims 21 and 33, Chen discloses that the electric stimulation signal 
comprises a set of signal parameters comprising an amplitude, a signal frequency, a 
pulse width, and a duty cycle (see paragraph 6, In. 12-20). 

26. Regarding claims 22, 34, 35, and 39, Chen discloses that the set of signal 
parameters comprises an amplitude between 0.5 and 15 mA, a signal frequency 
between 10 and 100 Hz, an on duty cycle between 0.1 and 0.5 seconds, and an off duty 
cycle between 4.5 and 5 seconds (see paragraph 6, In. 12-20). Further, Chen discloses 
that in a particular embodiment, the pulse width is 334 microseconds (see paragraph 

26, In. 8). 

27. Regarding claims 23, 36, and 40, Chen discloses that the signal amplitude is 
preferably 6 mA which is approximately 5 mA; the signal frequency is between 10 and 
100 Hz, therefore it may be approximately 14 Hz; the pulse width is 334 microseconds, 
which is approximately 330 microseconds; the on duty cycle is between 0.1 and 0.5 
seconds, which is approximately 0.1 seconds; and the off duty cycle is between 4.5 and 
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5 seconds, which is approximately 5 seconds (see paragraph 6, In. 12-20 and 
paragraph 26, In. 8-9). 

28. Regarding claim 28, Chen discloses inducing satiety in a patient (see paragraph 
7, In. 14). 

Allowable Subject Matter 

29. Claims 1-13 would be allowable if the rejection(s) under obviousness-type double 
patenting, as set forth in this Office action, were overcome. 

Conclusion 

30. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Gordon et al. (U.S. Patent No. 6,684,104) which discloses apparatuses for 
stimulation the gastrointestinal tract; 

Boveja (U.S. Patent No. 6,611,715) which discloses a system and method 
for stimulation of the gastrointestinal tract for treatment of obesity; 

Marchal et al. (U.S. Patent No. 6,853,862) which discloses a gastroelectric 
stimulator to influence pancreatic secretions; and 

Castel (U.S. Patent No. 4,535,777) which discloses a method of 
stimulating body tissue 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tammie Heller whose telephone number is 571-272- 
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1986. The examiner can normally be reached on Monday through Friday from 7am until 
3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on 571-272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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